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I. Introduction 

 In this paper, I argue that the doctrine of simultaneous conception and reduction 

to practice should be repudiated.  Among the numerous reasons for repudiating the 

doctrine of simultaneous conception and reduction to practice are the following:   

(1) it favors the large inventor and is inconsistent with the policy of protecting 

the small inventor; 

(2) it is inconsistent with the policy of encouraging innovation; 

(3) it is inconsistent with the preference for uniform patenting rules across all 

technology types; and 

(4) it is an improper attempt to use the patenting system to protect the public 

although the patent laws do not provide the authority to do so. 

 

II. Background 

 
 

A. Interferences  

A discussion of the doctrine of simultaneous conception and reduction to practice 

requires an understanding of several statutory provisions in the patent laws.2 

 

1. Constitutional Basis 

The Constitutional grant of power to Congress to enact the patent laws states, “The 

Congress shall have the power…[t]o promote the Progress of Science and useful Arts, by 

securing for limited Times to…Inventors the exclusive Right to their…Discoveries…”3  
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The United States is virtually the only country in the world that grants rights to the first 

“inventor,” rather than the first to file a patent application4 with the relevant patenting 

authority.5 The grant of right is in the form of a patent6 issued by the United States Patent 

and Trademark Office (USPTO).7 While several parties may independently arrive at the 

same invention, only the party that is first to invent it is entitled to exclusive patent 

rights.8 The issue of determining the first inventor is also referred to as the issue of 

priority of invention.9 The statutory basis for the requirement for priority of invention 

states: 

A person shall be entitled to a patent unless-…(g)(1) during the 
course of an interference conducted under section 135 or section 
291, another inventor involved therein establishes, to the extent 
permitted in section 104, that before such person’s invention 
thereof the invention was made by such other inventor and not 
abandoned, suppressed, or concealed, or (2) before such person’s 
invention thereof, the invention was made in this country by 
another inventor who had not abandoned, suppressed, or concealed 
it.  In determining priority of invention under this subsection, there 
shall be considered not only the respective dates of conception and 
reduction to practice of the invention, but also the reasonable 
diligence of one who was first to conceive and last to reduce to 
practice, from a time prior to conception by the other.10 

 
Section 135 authorizes the Commissioner to declare an “interference,” which is an 

inter partes proceeding, whenever an application for patent is believed to interfere with 

any pending application or any unexpired patent.11 It mandates that the Board of Patent 

Appeals and Interferences shall determine questions of priority of the inventions and may 

determine questions of patentability.12 It further states that the Commissioner may issue a 

patent to the applicant who is adjudged the prior inventor.13 Section 291 provides that an 

owner of an interfering patent may have relief against the owner of another patent by 

civil action.14 That is, the USPTO does not have jurisdiction over interferences involving 
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only patents and not involving any pending applications.15  Section 104 permits 

establishment of a date of invention by reference to activity in a NAFTA country or a 

WTO member country.16 

Several strong arguments exist in favor of adopting a first-to-file system, thereby 

replacing the current first-to-invent system.17  One argument is that interference 

proceedings are costly and lengthy;18 as a general rule, the prevailing party in an 

interference proceeding is usually the party that was first to file. 19  

 

2. Priority 

Thus, a determination of priority of invention requires findings regarding conception, 

reduction to practice, and diligence.   

 

a.  Conception 

A definition of conception was formulated in the leading case of Mergenthaler v. 

Scudder.20  According to the Mergenthaler standard, complete conception is “the 

complete performance of the mental part of the inventive act…[i]t is, therefore, the 

formation in the mind of a definite and permanent idea of the complete and operative 

invention as it is thereafter to be applied in practice...”21  The Board of Patent 

Interferences has further stated that “conception is established when the invention is 

made sufficiently clear to enable one skilled in the art to reduce it to practice without the 

exercise of extensive experimentation or the exercise of inventive skill.”22 
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The inventor must recognize and appreciate the invention in order to establish 

conception.23  However, conception does not require that the inventor know that the 

invention will work.24 

 

b.  Reduction to Practice 

Two types of reduction to practice exist, and either can be used to determine priority 

of invention:  an actual reduction to practice or a constructive reduction to practice.25  To 

establish an actual reduction to practice in an interference proceeding, a party must prove 

that “(1) the party constructed an embodiment or performed a process that met every 

element of the interference count,26 and (2) that the embodiment or process operated for 

its intended purpose.”27  Establishing actual reduction to practice requires a showing that 

the invention was manifested in a physical or tangible form, which includes every 

element of the count.28   

Furthermore, the invention must have been tested to an extent sufficient to show that 

it will work for its desired purpose.29  The type of testing that must have been performed 

depends upon the nature of the invention and the facts of the case.30  An invention is not 

actually reduced to practice unless  the utility of the invention is known at the time of the 

reduction to practice.31   

The Supreme Court in Corona v. Dovan32 articulated the requirement of reduction to 

practice for each category33 of patentable invention: 

A process is reduced to practice when it is successfully performed.  A 
machine is reduced to practice when it is assembled, adjusted and used.  A 
manufacture is reduced to practice when it is completely manufactured.  A 
composition of matter is reduced to practice when it is completely 
composed.34 
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A constructive reduction to practice occurs when a patent application meeting the 

statutory disclosure requirements35 is filed with the USPTO.36 

 

c.  Diligence 

The first party to reduce an invention to practice is the first inventor, unless the other 

party was the first to conceive and exercised diligence from a time just prior to when the 

later conceiver entered the field, and the diligence continued to the first conceiver’s 

reduction to practice.37  A party relying on the diligence scenario must show affirmative 

acts or acceptable excuses for not acting throughout the entire period during which 

diligence is required.38 

 

d.  Priority Distinguished from Originality  

Originality, like priority, also focuses on inventorship.39  However, originality 

addresses who actually invented the subject matter, whereas priority addresses who 

invented first.40   

 

B. Patentability 

Appreciation of the analysis of the case law, which is relevant to the doctrine of 

simultaneous conception and reduction to practice, further requires an understanding of 

the process by which an inventor obtains a patent. 
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1. Statutory Authority 

To obtain a patent, an applicant for patent must file with the USPTO a patent 

application that meets the utility,41 novelty,42 nonobviousness,43 and enablement44 

requirements of the Patent Statute.  It must further satisfy the statutory requirements of 

providing a written description,45 best mode,46 and one or more claims.47  The 

patentability determination is made in an ex partes proceeding before a patent examiner 

of the USPTO.  

 

a.  Utility 

The Patent Statute imposes a utility requirement on the applicant for patent.48  Section 

101 provides: 

 
Whoever invents or discovers any new and useful process, machine, 
manufacture, or composition of matter, or any new and useful 
improvement thereof may obtain a patent therefor, subject to the 
conditions and requirements of this title.49 

 
The federal courts have interpreted Section 101 of the Patent Statute to have two 

purposes:  (1)  it defines the categories of inventions for which patent protection can be 

obtained, and (2) it requires that patented inventions be “useful.”50  If the invention does 

not comprise a machine, a process, an article of manufacture, or a composition of matter, 

it is not eligible for patent protection.51  Categories of inventions that are not patentable 

on the ground of lack of utility include inoperative or fraudulent inventions, as well as 

inventions that are against public policy.52  An “inoperative” invention is one that does 

not operate to produce the results claimed by the applicant.53 Other subject matter that is 

not patentable includes: printed matter,54 a naturally occurring article,55 and a scientific 
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principle.56  The Court of Appeals for the Federal Circuit (CAFC) 57 has stated that “[t]o 

violate [35 U.S.C.] 101 the claimed58 device must be totally incapable of achieving a 

useful result.”59  

A further limitation on patentable subject matter is imposed by the Atomic Energy 

Act of 1954.60  The Atomic Energy Act states that a patent cannot be granted on an 

invention the utility of which lies solely in its use as an atomic weapon.61   

 
b.  Novelty 

The Patent Statute further requires that an invention be “novel” and that none of the 

subsections of Section 102 operate to preclude the grant of a patent.62  Section 102 is the 

most frequently litigated, and arguably most important, section of the Patent Statute.63  In 

the past 150 years, each word in Section 102 has been construed in thousands of cases.64  

The principle underlying each of the subsections of Section 102 is that an inventor may 

only obtain the exclusionary property right, which is granted by a patent, if the invention 

is not within the public domain.65   

Section 102 provides, in part: 

 
 A person shall be entitled to a patent unless— 
 

(a) the invention was known or used by others in this country, or patented 
or described in a printed publication in this or a foreign country, 
before the invention thereof by the applicant for patent, or 

(b) the invention was patented or described in a printed publication in this 
or a foreign country or in public use of on sale in this country, more 
than one year prior to the date of the application for patent in the 
United States, or  

(c) he has abandoned the invention, or 
(d) the invention was first patented or caused to be patented, or was the 

subject of an inventor’s certificate, by the applicant or his legal 
representatives or assigns in a foreign country prior to the date of the 
application for patent in this country on an application for patent or 
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inventor’s certificate filed more than twelve months before the filing 
of the application in the United States, or 

(e) the invention was described in a patent granted on an application for 
patent by another filed in the United States before the invention 
thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1), (2), 
and (4) of section 371 (c) of this title before the invention thereof by 
the applicant for patent, or 

(f) he did not himself invent the subject matter sought to be patented…66 
 

Compliance with Section 102 of the Patent Statute requires that the claimed subject 

matter be compared with what is known in the prior art.67  If there is no difference 

between the claimed invention and the prior art, the claimed invention does not satisfy 

the novelty requirement.68  If differences are found between the claimed invention and 

the prior art, it must then be determined whether the invention would have been obvious 

at the time it was made.69 

Section 102 implicitly defines the “prior art references,” upon which a patent 

examiner can rely to reject the patent applicant’s claimed invention.70  A prior art 

reference can be a United States patent, a foreign patent, or a technical or scientific article 

or publication.71  

Thus, Section 102 bars issuance of a patent if the prior art “anticipates” or is identical 

to the invention.72  Section 102 requires that a single prior art reference disclose every 

element of the claimed invention.73 

Each subsection of Section 102 sets forth an operative point in time and a group of 

persons whose conduct is pertinent.74  For example, for the purposes of subsection (a), 

the important point in time is the date of invention by the applicant, whereas, for the 

purposes of subsection (b), the important point in time is the date one year prior to the 

date of filing for patent in the United States.75  Furthermore, subsection (a) refers to 
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knowledge or use “by others,” whereas subsection (b) applies to both the conduct of 

others and conduct by the inventor herself.76  

The implicit and inherent disclosures or a prior art reference, as well as the express 

disclosures thereof, may be used in the patent examiner’s rejections of claims under 

Section 102 of the Patent Statute.77  Rejections based upon inherent disclosures are 

commonly termed “inherency rejections.”78 

Subsection (f) of Section 102 defines the “derivation” scenario.79  If an applicant did 

not invent the subject matter sought to be patented, it is said to be  an invention derived 

from another.80 

 

c.  Nonobviousness 

After the patent applicant overcomes the hurdles of Section 102 of the Patent Statute, 

the applicant must also satisfy the requirement under Section 103, that the claimed 

invention as a whole be nonobvious to a person of ordinary skill in the art at the time the 

invention was made.81  Section 103 provides, in part: 

A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the art 
to which said subject matter pertains.  Patentability shall not be negatived 
by the manner in which the invention was made.82 

 

In Graham v. John Deere,83 the Supreme Court set forth four factual determinations 

that must be made during the nonobviousness inquiry.84  First, the scope and content of 

the prior art must be ascertained.85  Second, the differences between the claims and the 

prior art must be determined.86  Third, the level of ordinary skill in the pertinent art must 
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be resolved.87  Fourth, secondary considerations—such as commercial success, licensing, 

failure of others, unexpected results, copying by others, skepticism of experts, and long 

felt, but unsolved needs—may be relevant as indicia of nonobviousness.88 

In the application of the Graham standard, several other tenets of patent law are also 

followed:   

(1) The claimed invention is considered as a whole; 

(2) The references are considered as a whole, and they must suggest the desirability 

of combining the references in the manner required to arrive at the claimed 

invention; 

(3) The references must not be viewed with the benefit of hindsight provided by the 

claimed invention; and  

(4) Obviousness is determined using the standard of a reasonable expectation of 

success.89 

 To make a rejection under Section 103, the patent examiner relies upon references 

defined by Section 102.90  As required in a rejection under Section 102, all the claim 

limitations or elements of the invention must be taught or suggested by the prior art to 

establish obviousness.91  However, in contrast to a rejection under Section 102, all the 

limitations need not be taught in a single reference.92 

The final sentence of Section 103 makes irrelevant to patentability whether or not the 

invention was a result of a flash of genius.93  Thus, the fact that an invention resulted 

from years of painstaking experimentation has no bearing on the nonobviousness 

determination.94 
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d.  Written Description 

The next three requirements for patentability are set forth in the following language 

from the Patent Statute: 

 The specification shall contain a written description of the invention, and 
of the manner and process of making and using it, in such full, clear, 
concise, and exact terms as to enable any person skilled in the art to which 
it pertains, or with which it is most nearly connected, to make and use the 
same, and shall set forth the best mode contemplated by the inventor of 
carrying out his invention.95 
 

Section 112, first paragraph, requires that the specification of the patent application 

include a written description of the invention, enablement or disclosure of the manner and 

process of making and using the invention, and disclosure of a best mode for carrying out 

the invention as contemplated by the inventor.96  These three requirements are separate 

and distinct from each other.97  The policy underlying Section 112, first paragraph, is to 

ensure that the public receives an adequate disclosure of the invention in exchange for the 

exclusionary, monopolistic rights granted to the inventor.98      

The standard applied to determine the adequacy of the written description is:  “does 

the description clearly allow persons of ordinary skill in the art to recognize that he or she 

invented what is claimed.”99  The issue of compliance with the written description 

requirement is generally raised when there is a question as to whether the subject matter 

of a claim100 is supported by the written description as of the filing date of the application 

for patent.101  Since claims included in the original patent application constitute their own 

description,102 the issue arises when the original claims are subsequently amended or new 

claims are subsequently added.103  The question then is whether the amended and/or new 

claims are supported by the description.104  
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The written description requirement is relevant in inter partes interference 

proceedings, as well as ex parte patentability determinations.105  That is, a claim 

corresponding to a count is also required to be supported by the specification under 

Section 112, first paragraph.106 

 

e.  Enablement 

The second requirement set forth in Section 112, first paragraph, is that of 

enablement; that is, the disclosure must enable one skilled in the art to make and use the 

claimed invention.107  The entire scope of the claimed invention must be enabled.108  The 

following example illustrates a scenario in which the enablement requirement is met, but 

the written description requirement is not.  One may consider a situation wherein, 

subsequent to filing, the applicant adds a claim limitation that is not described in the 

original disclosure (does not meet written description requirement), yet the statement of 

the new limitation is capable, in and of itself, of teaching one skilled in the art how to 

make and use it (does meet enablement requirement).109 

The standard for determining compliance with the enablement requirement is whether 

the claimed invention has been enabled such that a person of ordinary skill in the art can 

make and use it without resorting to undue experimentation.110  Many factors can be 

addressed to assist in the determination of whether experimentation is undue.111  These 

factors include considerations such as the level of ordinary skill in the art, the level of 

predictability in the art, and the nature of the invention.112  However, the patent 

disclosure preferably does not disclose what is well known in the relevant art.113 
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f.  Best Mode   

The final requirement of Section 112, first paragraph, is the best mode requirement.114  

Essentially, this requirement prohibits inventors from retaining for themselves the best 

way of carrying out their invention, while only disclosing their second-best 

embodiments.115  However, if the inventor discloses several embodiments, he is not 

required to explicitly identify which of the embodiments comprises the best mode 

contemplated by him.116 

 

g.  Claim(s) 

The final requirement for patentability is set forth in Section 112, second paragraph, 

of the Patent Statute, as follows: 

The specification shall conclude with one or more claims particularly 
pointing out and distinctly claiming the subject matter which the applicant 
regards as his invention.117 
 

Section 112, second paragraph, requires that the applicant for patent include 

one or more claims that define the metes and bounds of the invention.118   The 

claims can be rejected under this section for indefiniteness.  It is a fundamental 

principle in the patent law that Section 112, second paragraph, permits an 

applicant for patent to be his own lexicographer, defining his invention using 

terms of his choice, 119 as long as they are not used in a manner repugnant to their 

accepted meaning.120   

 
2. Priority Concepts in Patentability:  Swearing Back of a Reference 

The issues of conception, reduction to practice, and diligence are most commonly 

applied to interference matters,121 but they may also arise in other contexts, such as 
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during the determination of patentability.122  In general, an applicant for patent need not 

submit the dates of actual conception or actual reduction to practice to obtain a filing date 

or to obtain a patent.123  Rather, the date of filing the patent application serves as the 

conception date and date of constructive reduction to practice.124   

During the patentability proceedings, the USPTO may find prior art references that 

establish lack of novelty or lack of nonobviousness.125  The applicant may, if the facts 

allow, choose to respond to such rejections of its claims by swearing behind one or more 

of the references relied upon by the USPTO.126  Swearing behind a reference entails 

showing in a “131 affidavit or declaration” that the applicant invented prior to the 

effective date of the reference relied upon in the rejection.127  If the applicant succeeds in 

showing invention prior to the effective date, he overcomes the prior art rejection.128  For 

the most part, the terms “conception,” “reasonable diligence,” and “reduction to practice” 

have the same meanings under 37 C.F.R. §1.131 as they have in interference 

proceedings.129 

 

III. Emergence of the Doctrine of Simultaneous Conception and Reduction to 
Practice and Its Application by the Courts  
 

A.  Emergence of the Doctrine 

In his treatise of 1890, Professor Robinson first set forth the notion that in some 

instances conception cannot be separated from reduction to practice:   

In many inventions the act of conception is clearly distinct, in point of 
time, from that of reduction (and the definite and permanent idea standard 
can be applied)… In many others the work of conception and reduction 
goes forward almost simultaneously, so nearly that no date can be fixed as 
that before which the conception was complete and after which the 
reduction to practice was begun.  This is true in nearly all inventions 
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which are the result of experiment, --where the inventor, instead of 
evolving the entire art or instrument out of his own thought, conjectures 
that such an act or substance will subserve a given purpose, and having 
tried it, finds that it accomplishes the end…at no instant before the 
experiment succeeds can it be said that the conception of the invention 
exists in the inventor’s mind…the first to bring the art or instrument into 
successful operation is the first conceiver of the entire invention.130  
 

 

B. Case Law 

Since Professor Robinson’s exposition on the doctrine of simultaneous conception 

and reduction to practice, the Court of Appeals for the Federal Circuit has questioned the 

doctrine’s basis but has not repudiated it.131 

 

1. Smith v. Bousquet 

Fifty years after Professor Robinson defined the doctrine, the Court of Customs and 

Patent Appeals132 (CCPA) first enunciated, in Smith v. Bousquet,133 the view that the 

doctrine of simultaneous conception and reduction to practice applies as a rule of law to 

inventions within disciplines that are “inherently unpredictable.”134   According to the 

Bousquet court, inherently unpredictable disciplines include the chemical and 

biological sciences.135 

In Bousquet, the appellant was the senior party136 in an interference, and the 

appellee was the junior party.137  The appellant sought review of a decision by the 

appeals board of the USPTO, which affirmed the examiner’s award of  priority of the 

invention to the appellee.138   

At issue in Bousquet were two counts139 to an insecticide.140  The court noted that 

the utility of a particular material as an insecticide must be determined by testing under 
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conditions of intended use.141  The court based its imposition of this requirement on the 

facts that, among other things, insects vary widely in their susceptibility to a given toxic 

substance and that the mode of application depends upon the type of insect and the 

environment in which it is found.142  Furthermore, the court noted that a relationship 

between chemical structure and utility as an insecticide is not known, and, therefore, it 

is impossible to predict, given only the chemical structure, whether or not a compound 

will be useful as an insecticide.143  The court utilized the Mergenthaler standard that 

“[it] is the formation in the mind of the inventor of a definite and permanent idea of the 

complete and operative invention as it is thereafter to be applied in practice that 

constitutes an available conception within the meaning of the patent law.”144  Applying 

this standard to the facts, the Bousquet court held that the conception date was the date 

upon which test results verified that the insecticide was toxic to mosquito larvae.145 

 

2. Alpert v. Slatin 

Even though the Bousquet decision opened the door for the CCPA to apply the 

doctrine of simultaneous conception and reduction to practice, it did not do so for 22 

years.146  In Alpert v. Slatin,147 which was decided in 1962, the CCPA affirmed a decision 

of the Board of Patent Interferences (the “Board”) that the priority decision is essentially 

a factual determination.148  The issue in Alpert was the priority of invention of a process 

defined in a single count for producing titanium metal.149  The Alpert court affirmed the 

Board’s decision to award priority to the senior party Slatin.150   

The Alpert Court stated that the junior party Alpert had the burden of proving priority 

of invention and failed to meet that burden.151  Party Alpert proffered evidence of his 
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conception, which showed “adoption of a program of exploration of the possibility of 

depositing titanium by some electrolytic procedure from a titanium salt of lower valence 

than a quadrivalent.”152  The Alpert Court agreed with the Board’s opinion that this 

evidence was based on theoretical, thermodynamic considerations and that it merely 

recommended that the depositions be tried.153 

 The Alpert Court applied the Mergenthaler standard of conception, which provides 

that the inventor must have “mental possession of the steps of an operative process and, if 

necessary, of means to carry it out to such a degree that nothing remains but routine skill 

for effectuation thereof.”154  The court stated that if, on a given date, extensive research 

was still necessary before arriving at minimum satisfactory performance, the mental 

possession on that date was a mere hope or expectation, not conception.155  The Alpert 

Court suggests that a determination of whether or not to apply the doctrine of 

simultaneous conception and reduction to practice can be made by assessing the nature of 

the research.156   

Applying this definition of conception, the Alpert Court found that the evidence 

proffered by junior party Alpert did not show conception.157  The Court reasoned that, 

subsequent to the date of Alpert’s evidence, extensive research was required, and such 

research was characterized by perplexing difficulties every step of the way.158   

 

3. In re Seaborg  

Two years after Alpert, the CCPA once more recognized the doctrine of simultaneous 

conception and reduction to practice.159  The invention at issue in In re Seaborg160 

comprised the chemical element Americium.161  The examiner had rejected the 
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application on the basis of a prior art reference (the Fermi patent162), which disclosed 

several nuclear reactors and methods for their operation.163  The Seaborg Court found 

that the character of the element and the process by which it was made were both 

unpredictable and held that the doctrine of simultaneous conception and reduction to 

practice applied to an invention of this kind.164  Specifically, the properties of the element 

or the exact procedures to be followed to make it could not be predicted without 

exercising more than ordinary skill in the art.165  Therefore, conception could not exist 

until the experiments were actually performed for producing detectable amounts of the 

invention, and the method disclosed in the prior art reference did not produce detectable 

amounts.166  

Taken together, the Bousquet, Alpert, and Seaborg decisions could be construed as 

the firm adoption by the CCPA of the doctrine of simultaneous conception and reduction 

to practice.  However, subsequent decisions indicate the CCPA’s actual lack of 

confidence in the doctrine. 

 

4. Applegate v. Scherer 

 For example, in Applegate v. Scherer, 167 the Court failed to apply the doctrine of 

simultaneous conception and reduction to practice168 under facts of a chemical, the 

invention of which required extensive experimentation.169  In Applegate, junior party 

Scherer and senior party-appellants Applegate had filed patent applications claiming a 

method for controlling sea lampreys with a nitrophenol compound.170 The sole issue in 

the case was originality, or whether one party had derived the invention from the other 

party.171  Scherer had written to Applegate requesting that Applegate conduct tests with 
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the chemical to assess its efficacy in the control of sea lamprey.172  Applegate argued that 

it could not have derived the invention from Scherer based upon this disclosure because, 

in effect, there was no invention to derive.173  In other words, the doctrine of 

simultaneous conception and reduction to practice applied, and, therefore, until 

successful testing was performed, conception did not exist.174 

 Without addressing the logic of Applegate’s argument, the Applegate Court 

proceeded to distinguish the facts from those in Bousquet and Alpert on the basis that 

these prior cases did not involve the issue of originality.175  It further distinguished the 

case from Bousquet by stating that the facts before the Court did not involve facts of the 

type in Bousquet.176  However, this was clearly an erroneous characterization of the 

facts.177 

 

5. Rey-Bellet v. Engelhardt  

The CCPA further eroded the doctrine of simultaneous conception and reduction to 

practice in the case of Rey-Bellet v. Engelhardt .178  Rey-Bellet involved a three party 

interference, wherein Schindler was the senior party.179  The Board of Patent 

Interferences had held that junior parties Rey-Bellet and Engelhardt each failed to prove 

dates of invention that were prior to Schindler’s date of invention.180  The Rey-Bellet 

Court reversed, holding that Engelhardt be awarded priority.181  Engelhardt had prepared 

the claimed chemical, which was referred to as “NTL,” prior to the date of Schindler’s 

invention; however, reduction to practice was disputed because it was unclear whether a 

practical utility182 had been established.183  Although Engelhardt had not performed 

testing in humans, he argued that he had conceived the utility of antidepressant activity 
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on the basis that the chemical structure of NTL was very similar to that of amitriptyline, 

which was known to possess antidepressant activity in humans.184  Relying upon Alpert, 

Schindler argued that Engelhardt’s basis for utility at most indicated a mere hope that 

NTL would act as an antidepressant, and, therefore, Engelhardt had failed to show 

reduction to practice.185  The Engelhardt Court rejected this argument, stating that the 

tests, which would be performed to show definitively an antidepressant activity in 

humans, posed no perplexing intricate difficulties and involved only the exercise of 

routine skill in the art.186 

 

6. Oka v. Youssefyeh 

In Oka v. Youssefyeh,187 the CAFC appeared to open the door to the doctrine of 

simultaneous conception and reduction to practice, although the court did not expressly 

apply the doctrine.188  In Oka, the Patent Office Board of Patent Appeals and 

Interferences had awarded priority to junior party Youssefyeh, and the court reversed.189  

The count to the interference was directed to a chemical compound, which was useful for 

inhibiting the activity of a particular enzyme.190  Citing Alpert and other cases, the Oka 

Court applied the rule that conception of a chemical compound requires an idea of the 

structure thereof and possession of a method of making it.191   

 
7. Amgen, Inc. v. Chugai Pharmaceutical Co. 

In the pair of cases that were decided subsequent to Oka, the CAFC adopted the 

doctrine of simultaneous conception and reduction to practice in the context of inventions 

for genetic material.192  However, the most recent pronouncement by the CAFC has 

expressly declined to extend the doctrine beyond these facts.193 
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In 1991, the CAFC added biotechnology to the list of disciplines that are inherently 

unpredictable.194 The claimed invention in Amgen was a gene that encoded a protein 

(erythropoietin), which is useful for stimulating the production of red blood cells and is 

therefore useful in the treatment of anemia.195  Noting that a gene is merely a complex 

chemical compound and citing Oka, the Amgen Court applied the definition for 

conception of a chemical compound, which was applied by the Oka Court.196  The Amgen 

Court, unlike the Oka Court, expressly applied the doctrine of simultaneous conception 

and reduction to practice.197  The Amgen Court held that, in the context of an invention 

directed to a gene, invention requires reduction to practice, and reduction to practice 

requires isolation of the gene.198 

 

8. Fiers v. Revel 

In the subsequent case of Fiers v. Revel,199 the CAFC once again applied the doctrine 

of simultaneous conception and reduction to practice,200 but the facts were not expanded 

appreciably beyond those of Amgen.  The invention in Fiers was also directed to a gene, 

which encoded a protein (human fibroblast beta-interferon) useful for promoting viral 

resistance in humans.201  In apparent contradiction with the holding of Rey-Bellet, which 

held that conception can be complete if subsequent, confirming tests are straightforward 

and routine, the Fiers Court held that conception of a gene required its isolation, even if 

such isolation may be characterized as routine and simple.202 
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9. Burroughs Welcome Co. v. Barr Laboratories, Inc. 

In Burroughs Welcome Co. v. Barr Laboratories, Inc.,203 the CAFC applied the 

Mergenthaler standard for conception204 and rejected the proposition that the doctrine of 

simultaneous conception and reduction to practice as a general rule must be applied to 

unpredictable areas of technology.205  The claimed invention in Burroughs Welcome was 

directed to the preparation of the drug AZT and methods of using AZT for the treatment 

of human immunodeficiency virus (HIV).206  Applying only the Mergenthaler standard of 

conception, the Burroughs Welcome Court held that Burroughs Welcome scientists had 

completely conceived the invention before tests, which showed the efficacy of AZT in 

humans, were performed by others.207  The Burroughs Welcome Court further stated that 

“an inventor need not know that his invention will work for conception to be 

complete.”208  

  

IV. Arguments for the Repudiation of the Doctrine of Simultaneous Conception 
and Reduction to Practice 

 
As the review of the case law suggests, the doctrine of simultaneous conception and 

reduction to practice has not been embraced by the courts.  The courts certainly have not 

applied the doctrine in the manner contemplated by Professor Robinson, who suggested 

uniform application to “nearly all inventions which are the result of experiment.”209 

There are several bases upon which the CAFC could take the next, short step and 

repudiate this questionable doctrine. 

 

A. No Statutory Requirement for Simultaneous Conception and Reduction 
to Practice  
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The Patent Statute does not contain a requirement for simultaneous conception and 

reduction to practice for any type of invention.  If Congress determines that inventions in 

certain technological areas cannot be conceived at a date distinct from the date of 

reduction to practice, it can change the Patent Statute accordingly.   

 

B. Improper Attempt to Protect the Public  

The imposition of the doctrine of simultaneous conception and reduction to practice 

appears to be an attempt to protect the public from inventions that may not work.  The 

Patent Statute, however, does not require that the applicant for patent prove the 

operability of his claimed invention.  In Webber v. Virginia,210 the Supreme Court stated, 

“Congress never intended the patent laws displace the police powers of the state…”211  

The Patent Statute does not require that an applicant for patent provide a model, 

exhibit, or specimen of the invention.212  Furthermore, the C.A.F.C. has stated that “[t]he 

mere fact that something has not previously been done clearly is not, in itself, a sufficient 

basis for rejecting all applications purporting to disclose how to do it.”213  

The conflict presented by the doctrine of simultaneous conception and reduction to 

practice is similar to that which existed when the USPTO attempted to require safety 

determinations for drug inventions.  In addressing this issue, the CCPA stated that it is 

not the province of the USPTO to determine under the utility requirement214 whether 

drugs are safe.215  The CAFC also recently stated, “FDA approval, however, is not a 

prerequisite for finding a compound useful within the meaning of the patent laws.”216  In 

its guidelines for the examination of therapeutic and pharmacological inventions, the 

USPTO has stated that its review is now confined to the statutory requirements for 
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patentability.217  Other governmental agencies are responsible for ensuring conformance 

to, for example, safety and efficacy standards.218  

 

C. Contrary to Policy of Uniform Treatment of All Technologies 

Public policy favors the application of uniform patenting standards to the different 

types of technologies.219  The doctrine of simultaneous conception and reduction to 

practice further complicates the already complicated issue of conception.220  And this 

complication weighs most heavily upon biotechnological inventions. 

 

D. Chilling Effect on Biotechnological Innovation  

Nevertheless, some commentators have argued that courts should apply the doctrine 

of simultaneous conception and reduction to practice as a general rule to pharmaceutical 

and chemical science.221  However, commentators have also recognized that the 

development of patent law principles, which are particularly stringent with respect to 

biotechnological inventions, inevitably chills the development of biotechnological 

innovations.222  A goal of the patent laws is to encourage, not dissuade, innovation.223  

 

E. Disadvantages the Small Inventor 

Meeting a reduction to practice requirement necessarily implies access to manpower 

and equipment and the financial resources to gain that access.224  Thus, a requirement of 

simultaneous conception and reduction to practice clearly places the small inventor at a 

disadvantage over large, corporate inventors that have the requisite resources.225 Only a 

little perspicacity is required to predict that, given the increasing importance of 
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biotechnological inventions, the doctrine of simultaneous conception and reduction to 

practice will likely be raised in future litigation with increasing frequency.  The courts 

should remain cognizant of the unfairness to small inventors, particularly in light of the 

fact that large, corporate inventors are also better equipped to litigate and attempt to 

influence the law. 

 

V. Conclusion 

The CAFC should finally repudiate the doctrine of simultaneous conception and 

reduction to practice.  This doctrine only serves to add confusion to an already extremely 

complicated area of interference law.   

Biotechnology is rapidly becoming an influential area of technology, promising 

much, for example, in the way of treatments for genetically-based diseases.  If this 

doctrine is not repudiated, it will only serve to chill innovation in biotechnology.  

Furthermore, the doctrine disadvantages the small inventor.  Yet one of the 

underlying justifications of the interference proceeding itself is to protect the rights of the 

small inventor, who may not be able to afford to pursue the patent acquisition process as 

expeditiously as the large inventor.  As indicated by the analysis in Burroughs Welcome, 

the Mergenthaler standard is an adequate standard for determining conception in the 

chemical and biological arts.  The doctrine of simultaneous conception and reduction to 

practice only serves to improperly foreclose for the biotechnological inventor reliance 

upon the diligence scenario to show prior invention.  The Patent Statute does not support 

this selective mistreatment of the biotechnological inventor- neither should the courts. 
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